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DETAILED ACTION 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Applicant is respectfully requested to provide a location within the disclosure to 
support any further amendments to the claims. 

Continued Examination Under 37 CFR 1.114 

3. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 05 
November 2007 has been entered. 

Response to Amendment/Arguments 

4. Applicant's arguments filed 05 November 2007 have been fully considered but 
they are not persuasive. 

Claim Objections 

5. Claim 27 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
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required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. 

In the instant case, claim 27 recites similar limitations as claim 14: 

Claim 14: A laminated glazing panel as claimed in claim 1 wherein the thickness 
of the said panel is 8 mm or less. 

Claim 27: (New) A laminated glazing panel as claimed in claim 1 wherein the 
laminated glazing panel possesses a thickness equal to or less than 8 mm. 

Appropriate correction is required. 



Claim Rejections - 35 USC § 101 and 35 USC §112 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claims 1-29 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 
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In the instant case, the recitation to "wherein the glass plies and the plastic ply 
with the one or more light emitting diodes are laminated at a temperature of at least 
100°C" in claim 1 as well as the similar recitations in claims 15 and 16 are new matter. 
In addition, the recitation to "wherein the glass plies and the plastic ply with the one or 
more light emitting diodes are laminated at a pressure of at least 5 atmospheres" on 
claims 24-26 is new matter. The application discloses "The laminate is de-gassed and 
autoclaved under the usual conditions well known in the art, typically at a temperature of 
about 100°C to 150°C and pressure of about 5 to 15 atmospheres." There is no 
disclosure to "a temperature of at least 100°C" or a pressure of at least 5 atmospheres". 
Therefore, the recitations noted above in claims 1, 15, 16 and 24-26 are deemed new 
matter. 

9. Claim 19 provides for the "Use of a laminated glazing panel as claimed in claim 
1", but, since the claim does not set forth any steps involved in the method/process, it is 
unclear what method/process applicant is intending to encompass. A claim is indefinite 
where it merely recites a use without any active, positive steps delimiting how this use is 
actually practiced. 

Claim19 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition 
of a process, i.e., results in a claim which is not a proper process claim under 35 
U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 
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Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

12. Claims 1, 2, 9-11, 13, 14, 16, 19, 21, 23, 24, 26, 27 and 29 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Baldridge (U.S. Patent No. 3,317,906) in 
view of Naruke et al. (U.S. Patent No. 5,193,895). 

Baldridge discloses a laminated glazing panel and process for the production thereof 
comprising two glass plies, a plastic ply and one or more lights which are laminated 
between the glass plies (column 2, lines 16-39, column 3,lines 7-51; see Figure 1) with 
the lamination occurring at a temperature of 200°F - 325°F (93.33°C - 162.78°C). 

With respect to the limitations of claims 9-1 1 and 16, Baldridge further disclose 
indicia on at least one ply (column 3, lines 41-60); a cut-out in the plastic ply to aid 
successful lamination of larger components in the glazing panel (26; column 3, lines 27- 
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29); multiple plastic plies may be used to laminate the one or more light indicators in the 
glazing panel (column 3, lines 29^30). 

With respect to the limitations of claims 21 and 23, Baldridge disclose the interlayers 
being more preferably polyvinylbutyral (PVB) (column 3, lines 49-60). 

With further respect to the limitations of claim 16 and a cut-out area being prepared 
in the plastic ply to receive a circuit board..., positioning the circuit board in the cut out 
area, in the plastic ply to aid successful lamination of larger components in the glazing 
panel, Baldridge discloses a cut-out in the plastic ply to aid successful lamination of 
larger components in the glazing panel (26; column 3, lines 27-29). Since Baldridge 
discloses the incorporation of a larger component into the plastic ply of a laminated 
glazing panel by provided a cut-out area for the larger component in the plastic ply, to 
provide a cut-out area being prepared in the plastic ply to receive a circuit 
board. ...positioning the circuit board in the cut out area would have been a mere 
engineering expediency as Baldridge clearly teaches the use cut-out in the plastic ply to 
aid successful lamination of larger components in the glazing panel. 

Baldridge discloses all of the limitations of the claimed invention, as previously set 
forth, except for the lights to be light emitting diodes and light emitting diodes being 
mounted on a circuit board. 

However, indicator light emitting diodes mounted on circuit boards is known in the 
art. Naruke et al., for example, teach a light body comprising light emitting elements (5) 
mounted on a circuit board (6; a circuit board inherently has a substrate and a 
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conductive layer) residing in a body of synthetic resin (synthetic resin predominantly 
being of the plastics family) to provide (1) a reduction in the power consumption of 
traditional lamp elements, thereby increasing the prolonged life of a power source 
(column 5, lines 44-47); and to provide (2) the advantage that a lighting system may 
conform to the shape and size of the fitting face of the desired surface, thereby reducing 
the overall cost of manufacturing (column 5, lines 51-59). It would have been obvious to 
one of ordinary skill in the art at the time of the invention was made to modify indicator 
lights of Baldridge with the light emitting diodes mounted on circuit boards of Naruke et 
al. to provide (1) a reduction in the power consumption of traditional lamp elements, 
thereby increasing the prolonged life of a power source; and (2) the advantage that a 
lighting system may conform to the shape and size of the fitting face of the desired 
surface, thereby reducing the overall cost of manufacturing. 

With respect to the limitation of claims 1 and 16 and the glass plies and the plastic 
ply with the one or more light emitting diodes being laminated at a temperature of at 
least 100°C", Baldridge clearly discloses the glass panels with the interlayer and 
instruments being laminated and heated to a temperature of 200°F - 325°F (93.33°C - 
162.78°C). Naruke et al. teach the utilization a light body comprising light emitting 
elements (5) mounted on a circuit board (6; a circuit board inherently has a substrate 
and a conductive layer) residing in a body of synthetic resin (synthetic resin 
predominantly being of the plastics family), Naruke et al. further teach the advantage of 
such a configuration as being to provide (1) a reduction in the power consumption of 
traditional lamp elements, thereby increasing the prolonged life of a power source; and 
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(2) the advantage that a lighting system may conform to the shape and size of the fitting 
face of the desired surface, thereby reducing the overall cost of manufacturing. 
Therefore since Baldridge discloses an laminated glazing panel and method of 
production for a vehicle window and Naruke et al. teach the utilization of light emitting 
elements mounted on a circuit board and motivation to combine, Baldridge, in view of 
Naruke et al. fully meets "wherein the glass plies and the plastic ply with the one or 
more light emitting diodes are laminated at a temperature of at least 100°C" given its 
broadest reasonable interpretation. 

In addition, regarding the last two lines of claim 1 (describing how the laminated 
glazing panel is made, i.e. laminated at a temperature of at least 100°C), the limitation 
merely recites a product by process limitation. It is well settled that reciting how a 
product is made does not further limit the structure of the product itself. "[E]ven though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted.) 

With respect to the limitations of claims 24 and 26, Baldridge clearly discloses the 
glass panels with the interlayer and instruments being laminated and heated to a 
temperature of 200°F - 325°F (93.33°C - 162.78°C) at a pressure of 150 to 225 p.s.i. 
(10.2 - 15.31 atmosphere). Naruke et al. teach the utilization a light body comprising 
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light emitting elements (5) mounted on a circuit board (6; a circuit board inherently has a 
substrate and a conductive layer) residing in a body of synthetic resin (synthetic resin 
predominantly being of the plastics family), Naruke et al. further teach the advantage of 
such a configuration as being to provide (1) a reduction in the power consumption of 
traditional lamp elements, thereby increasing the prolonged life of a power source; and 
(2) the advantage that a lighting system may conform to the shape and size of the fitting 
face of the desired surface, thereby reducing the overall cost of manufacturing. 
Therefore since Baldridge discloses an laminated glazing panel and method of 
production for a vehicle window and Naruke et al. teach the utilization of light emitting 
elements mounted on a circuit board and motivation to combine, Baldridge, in view of 
Naruke et al. fully meets "wherein the glass plies and the plastic ply with the one or 
more light emitting diodes are laminated at a pressure of at least 5 atmospheres" given 
its broadest reasonable interpretation. 

With respect to the limitations of claim 2 and the circuit board being flexible, Naruke 
et al. teach the a plurality of chip-type light emitting elements being mounted on a 
flexible printed circuit board (Abstract). . 

With respect to the limitation of claim 13, the Baldridge-Naruke laminating glazing 
panel combination discloses all of the limitations, as previously set forth, except for the 
plastic ply having a thickness before lamination of 2 mm or less. It would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to make 
the plastic ply having a thickness before lamination of 2 mm or less, since it has been 
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held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. 

With respect to the limitations of claims 14, 27 and 29, the Baldridge-Naruke 
laminating glazing panel combination discloses all of the limitations, as previously set 
forth, except for the thickness of the panel being equal to or less than 8 mm. It would 
have been obvious to one of ordinary skill in the art at the time of the invention was 
made to make the thickness of the panel being 8 mm or less, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. 

With respect to the limitations of claim 16, and to the degree it can be argued that 
the prior art of reference combination does not teach a three ply composite plastic ply 
as recited, the additional rejection is provided as set forth below: 

the Baldridge-Naruke laminating glazing panel combination discloses all of the 
limitations, as previously set forth, except for providing a cut-out area in one plastic ply 
of a pair of plastic plies and joining a further plastic ply to the paired plastic plies to 
create a composite ply, Baldridge discloses a cut-out in the plastic ply to aid successful 
lamination of larger components in the glazing panel (26; column 3, lines 27-29). 
Baldridge further discloses the plastic inter layer being "interlayers" (column 3, lines 29- 
31 , 49-60). It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to include a third polyvinylbutyral layer in addition to the two 
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polyvinylbutyral layers to create a composite ply, since it has been held that mere 
duplication of essential working parts of a device involves only routine skill in the art. 

13. Claims 3-5, 7 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Baldridge (U.S. Patent No. 3,317,906) in view of Naruke et al. (U.S. Patent No. 
5,193,895) as applied to claims 1, 2, 9-11, 13, 14, 16, 19, 21, 23, 24, 26, 27 and 29 
above, and further in view of Fraivillig (U.S. Patent No. 6.208.031). 

The Baldridge-Naruke laminating glazing panel combination discloses all of the 
limitations, as previously set forth, except for the substrate comprising polyimide; the 
substrate comprising polyester; and the conductive layer being a metal foil which is 
adhered to the substrate; the flexible circuit board further comprising a rigid layer. 

However, flexible circuit boards having a substrate comprising polyimide or 
polyester, a conductive layer being a metal foil which is adhered to the substrate, and a 
rigid layer, as described by Fraivillig, is known in the art. Fraivillig teaches a flexible 
circuit board comprising a conductive foil layer that is adhered to a flexible base film that 
is typically a polyimide or polyester film (column 1, lines 26-31; column 3, lines 6-10; 
column 4, lines 22-31) to provide a flexible circuit that is not limited by the typical 
thickness of traditional dielectric films (column 2, lines 1-4), thereby producing a thinner 
more desirable a flexible circuit board. Fraivillig further teaches that the flexible circuit 
board may comprise a rigid layer (the addition of a thermoset would inherently create a 
harder/rigid iayer; column 4, lines 27-31). It would have been obvious to one of ordinary 
skill in the art at the time of the invention was made to modify the Baldridge-Naruke 
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laminating glazing panel combination with the flexible circuit board substrate and 
conductive layers of Fraivillig to provide a flexible circuit that is not limited by the typical 
thickness of traditional dielectric films, thereby producing a thinner, more desirable 
flexible circuit board. 

14. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Baldridge 
(U.S. Patent No. 3,317,906) in view of Naruke et al. (U.S. Patent No. 5,193,895) as 
applied to claims 1, 2, 9-11, 13, 14, 16, 19, 21, 23, 24, 26, 27 and 29 above, and further 
in view of Ladd (U.S. Patent No. 2001/0055458). 

The Baldridge-Naruke laminating glazing panel combination discloses all of the 
limitations, as previously set forth, except for the conductive layer being conductive ink 
which is in direct contact with the substrate. 

However, creating a light emitting display using a conductive ink as the 
conductive layer, as described by Ladd, is known in the art. Ladd teaches a broad 
surface (12) of sheet (10) of electrically insulating material having grooves 14 that are 
filled with a highly electrically conductive ink to provide a display that is uniformly 
constructed, efficient to manufacture without getting the typical defects, thereby 
reducing typical scrap costs of manufacturing the display devices. It would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to modify 
the Baldridge-Naruke laminating glazing panel combination with conductive ink layer of 
the Ladd light emitting display device to provide a display that is uniformly constructed, 
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efficient to manufacture without getting the typical defects, thereby reducing typical 
scrap costs of manufacturing the display devices. 



15. Claim 8, 12, 15, 17, 18, 22, 25 and 28 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Baldridge (U.S. Patent No. 3,317,906) in view of Naruke et al. 
(U.S. Patent No. 5,193,895) as applied to claims 1, 2, 9-11, 13, 14, 16, 19, 21, 23, 24, 
26, 27 and 29 above, and further in view of Leclercq (U.S. Patent No. 4,968,895). 

The Baldridge-Naruke laminating glazing panel combination discloses all of the 
limitations, as previously set forth, except for the circuit board extending outwardly 
beyond an edge of the glazing panel to enable connection of the circuit board to a 
power supply; and the light indicators to be coated with a compatible material of the 
plastic ply. 

However, flexible circuit board extending outwardly beyond an edge of the 
glazing panel to enable connection of the circuit board to a power supply and the light 
indicators to be coated with a compatible material of the plastic ply, as described by 
Leclercq, is known in the art. Leclercq teaches a diode (1) laminated between to glass 
plies (6) with a plastic ply (5) between. Leclercq also teaches a flexible circuit board (4) 
having conductors (3) embedded within a layer of plastic (column 2, lines 58-61; see 
Figure 1) for connecting to a power supply to provide the conductors with the flexibility 
needed during installation of the diode device, thereby simplifying the manufacturing 
process. Leclercq further teaches the diode (1) within the laminated glass being coated 
with a compatible material of the plastic ply within the laminated glass (column 2, lines 
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46-49) to provide stiffness adequate to avoid any deformation when it is laminated in the 
glass, thereby increasing the operational longevity of the device. It would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to modify 
the flexible circuit board of the Baldridge-Naruke laminating glazing panel combination 
with the extension from the glass structure to connect to a power supply of Leclercq to 
provide the conductors with the flexibility needed during installation of the diode device, 
thereby simplifying the manufacturing process. It would have further been obvious to 
one of ordinary skill in the art at the time of the invention was made to modify the 
plastic/synthetic resin covering of the light emitting element of Baldridge-Naruke 
laminating glazing panel combination with the device within the laminated glass being 
coated with a compatible material of the plastic ply within the laminated glass of 
Leclercq to provide stiffness adequate to avoid any deformation when it is laminated in 
the glass, thereby increasing the operational longevity of the device. 

With respect to the limitation of claims 12, 15 and 17 and the circuit board and 
one or more light emitting diodes together being at least partially coated with a material 
compatible with the material of the plastic ply, Leclercq clearly teaches a diode (1) being 
mounted on a circuit board (4) with the circuit board (4) and diode (1) being placed 
between two laminated glazing panels (glass sheets 6) with a plastic interlayer 
inbetween (see Figures 1 , 3). A diode is an electric circuit that allow current to flow in 
one direction. Leclercq teaches a diode on a circuit board that senses light and Naruke 
et al. teach a diode on a circuit board that emits light. Leclercq clearly teach the device 
(with a diode) being placed between two glass sheets (6) and plastic interlayer (5) 
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inbetween and laminated together. Leclercq further teaches the diode (1) and the within 
the laminated glass being partially coated with a compatible material of the plastic ply 
within the laminated glass (column 2, lines 46-49; see Figure 1). Figure 1 clearly 
teaches the diode (1) and the circuit being partially coated with a compatible material of 
the plastic ply. Therefore, the Baldridge-Naruke combination in view of Leclercq would 
inherently have the light emitting diode and the circuit board partially coated with a 
compatible plastic ply. 

With respect to the limitations of claim 18, the Baldridge-Naruke-Leclercq 
process for the production of a laminated glazing panel combination discloses all of the 
limitations, as previously set forth, except for the overall thickness of the coated circuit 
board on which one or more light emitting elements are mounted being comparable with 
the thickness of the plastic ply in which it is positioned. It would have been obvious to 
one of ordinary skill in the art at the time of the invention was made to make the overall 
thickness of the coated circuit board on which one or more light emitting elements are 
mounted being comparable with the thickness of the plastic ply in which it is positioned, 
since it has been held that discovering an optimum value of a result effective variable 
involves only routine skill in the art. 

With respect to the limitations of claim 22, With respect to the limitations of 
claims 21 and 23, Baldridge disclose the interlayers being more preferably 
polyvinylbutyral (PVB) (column 3, lines 49-60). 

With respect to the limitations of claim 25, Baldridge clearly discloses the glass 
panels with the interlayer and instruments being laminated and heated to a temperature 
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of 200°F - 325°F (93.33°C - 162.78°C) at a pressure of 150 to 225 p.s.i. (10.2 - 15.31 
atmosphere). Naruke et al. teach the utilization a light body comprising light emitting 
elements (5) mounted on a circuit board (6; a circuit board inherently has a substrate 
and a conductive layer) residing in a body of synthetic resin (synthetic resin 
predominantly being of the plastics family), Naruke et al. further teach the advantage of 
such a configuration as being to provide (1) a reduction in the power consumption of 
traditional lamp elements, thereby increasing the prolonged life of a power source; and 
(2) the advantage that a lighting system may conform to the shape and size of the fitting 
face of the desired surface, thereby reducing the overall cost of manufacturing. 
Therefore since Bald ridge discloses an laminated glazing panel and method of 
production for a vehicle window and Naruke et al. teach the utilization of light emitting 
elements mounted on a circuit board and motivation to combine, Baldridge, in view of 
Naruke et al. and fully meets "wherein the glass plies and the plastic ply with the one or 
more light emitting diodes are laminated/performed at a pressure of at least 5 
atmospheres" given its broadest reasonable interpretation. 

With respect to the limitations of claim 28, the Baldridge-Naruke-Leclercq laminating 
glazing panel combination discloses all of the limitations, as previously set forth, except 
for the thickness of the panel being equal to or less than 8 mm. It would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to make 
the thickness of the panel being 8 mm or less, since it has been held that where the 
general conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. 
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Response to Arguments 

16. The examiner incorporates by reference the "Response to Arguments" section of 
the prior Office action mailed 04 May 2007. 

17. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., temperature limitations of LEDs) are not recited in the rejected claim(s). Although 
the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 
(Fed. Cir. 1993). 

18. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

19. In response to applicant's argument that Naruke et al. is nonanalogous art, the 
examiner directs the applicant to the "Response to Arguments" section of the prior 
Office action mailed 04 May 2007. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen J. Ralis whose telephone number is 571-272- 
6227. The examiner can normally be reached on Monday - Friday, 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tu Hoang can be reached on 571-272-4780. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If yourwould like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN . USA OR CANADA) or 571-272-1000. 





Stephen J Ralis 
Examiner 
Art Unit 3742 



SJR 

January 9, 2008 
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